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Plaintiffs’ expert, Dr. Robert Sobol, opined that Elysium is a willful infringer
because its actions constituted a high risk of infringement of the Dartmouth Patents.
The Court should deny Elysium’s motion to exclude the testimony of Plaintiffs’
expert Dr. Sobol related to willfulness (D.I. 217) because Dr. Sobol’s testimony is
proper and will assist the jury in determining whether Elysium willfully infringed
the Dartmouth Patents.

To prove that Elysium’s infringement was and is willful, “Plaintiffs must
prove by a preponderance of the evidence that [Elysium] knew of Plaintiffs’ patents
and intentionally infringed at least one asserted claim of the patent.” Final Jury
Instructions § 4.3, f’Real Foods, LLC v. Hamilton Beach Brands, Inc., No. 16-cv-
41-CFC( (D. Del. Sept. 30, 2019), D.I. 307-1, *20 (Willful Infringement); see also
Halo Elecs., Inc. v. Pulse Elecs., Inc., 136 S. Ct. 1923, 1932-34 (2016). If the jury,
after “consider[ing] all facts,” determines that Elysium’s infringement rises to the
level of the “most egregious behavior,” it may determine that Elysium’s
infringement is willful. f’Feal Foods, D.1. 307-1, *21.

Elysium mischaracterizes Dr. Sobol’s testimony as “opinions on Elysium’s
intent” based “on his review of nontechnical matters.” D.I. 217, 1. That is incorrect.
Elysium seeks to exclude six paragraphs from Dr. Sobol’s opening expert report
addressing facts and evidence that will assist the jury in its willfulness determination,

including Elysium’s communications regarding, and attempts to license, the
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Dartmouth Patents; marking the accused Basis product with the Dartmouth Patents;
and allegations of invalidity in petitions for IPR before the USPTO. Ex. 1, 99 123-
128.

Plaintiffs will not elicit testimony from Dr. Sobol regarding Elysium’s intent,
motive, or state of mind. Rather, Plaintiffs will elicit testimony from Dr. Sobol
regarding whether Elysium ‘“should have known that its actions constituted an
unjustifiably high risk of infringement.” See Deere & Co. v. AGCO Corp., No. 18-
cv-827-CFC, 2019 WL 668492, *4 (D. Del. Feb. 19, 2019) (citation omitted).

Critically, in considering whether the facts demonstrate that Elysium should
have known of this risk, Dr. Sobol draws from his infringement analysis—testimony
that Dr. Sobol is qualified to offer and that Elysium does not dispute. Imperium IP
Holdings (Cayman), Ltd. v. Samsung Elecs. Co., No. 4:14-cv-371, 2016 WL
3746523, *2 (E.D. Tex. Jan. 26, 2016) (permitting technical expert testimony
regarding willful infringement where it “draws, at least in part, on [the expert’s]
technical conclusions, particularly [the] assertion that defendants should have known
of the high risk of infringement”).

To offer useful testimony that will assist the jury in determining whether
Elysium engaged in egregious behavior that rises to the level of willful infringement,
Dr. Sobol has considered the totality of the circumstances. And Dr. Sobol uniquely

possesses the experience and expertise—employed in connection with his analysis
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of infringement—to address whether the risk of infringement was unjustifiably high.
See, e.g., Mem. Order, Hologic, Inc. v. Minerva Surgical, Inc., No. 15-cv-1031, (D.
Del. July 6, 2018), D.I. 452, *5 (Ex. 2) (permitting technical expert testimony that
“assists the trier of fact”); Pavo Sols. LLC v. Kingston Tech. Co., No. 8:14-cv-0135,
2019 WL 8138163, *13 (C.D. Cal. Nov. 20, 2019). To the extent Elysium disagrees
with Dr. Sobol’s opinions, the appropriate way to challenge them is through cross-

examination, not exclusion. See Imperium, 2016 WL 3746523, *2.
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